JUL 1 6 2007 



PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



/ hereby certify that this correspondence is being deposited with the U.S. Postal Service as first class 
mail in an envelope addressed to Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450 on July 10.2007. 




1L 



-L 



Melissa M. McLaren 




Applicant 
Application No. 
Filed 
Title 



Grp./Div. 
Examiner 

Docket No. 



Roger D.A. Lipman 
10/069,214 
February 22, 2002 

CYCLODEXTRIN-CONTAINING PRESSURE-SENSITIVE 
ADHESIVES 

1615 

Isis A.D. Ghali 
47915/A23 



Confirmation No. 1358 



TRANSMITTAL OF REQUEST FOR SUPERVISORY INTERVENTION OR, 
ALTERNATIVELY, PETITION UNDER 37 CFR § 1.181 OR 1.182 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Commissioner: 



Post Office Box 7068 
Pasadena, CA 91 109-7068 
July 10, 2007 



Enclosed is a Request for Supervisory Intervention or, Alternatively, Petition Under 37 § 
1.181 or 1.182. 

Any necessary fees should be charged to Deposit Account No. 03-1728. Please show our 
docket number with any charge to our Deposit Account. 

Respectfully submitted, 

CHRISTIE, PARKER & HALE, LLP 




Jo)(n D. Carpenter 
Reg. No. 34,133 
626/795-9900 



JDC/mmm 



1 6 1007 




PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



/ hereby certify that this correspondence is being deposited with the U.S. Postal Service as first class 
mail in an envelope addressed to Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450 on July 10,2007 




Melissa M. McLaren 




Applicant 
Application No. 
Filed 
Title 



Grp./Div. 
Examiner 

Supervisory 
Examiner 

Docket No. 



Roger D.A. Lipman 
10/069,214 
February 22, 2002 

CYCLODEXTRIN-CONTAINING PRESSURE-SENSITIVE 
ADHESIVES 

1615 

Isis A.D. Ghali 



: Michael Woodward 
: 47915/A23 



Confirmation No. 1358 



REQUEST FOR SUPERVISORY INTERVENTION OR, ALTERNATIVELY, 
PETITION UNDER 37 CFR § 1.181 OR 1.182 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Commissioner: 



Post Office Box 7068 
Pasadena, CA 91109-7068 
July 10, 2007 



Applicant respectfully asks the Supervisory Examiner to intervene to correct the Primary 
Examiner's improper withdrawal of certain claims as purportedly being directed to non-elected 
subject matter. Alternatively, Applicant petitions The Director for relief under 37 CFR §§ 1.181 
or 1.182. 

I. STATEMENT OF FACTS 



A. The Restriction Requirement 



In an Office action dated June 24, 2003, the Examiner divided the claims of this 
application into two groups, namely, Group I (claims 1-5 and 7-16), directed to a pressure- 
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sensitive adhesive composition comprising a rubbery continuous phase with a discontinuous 
phase distributed therein, wherein the discontinuous phase comprises cyclodextrin and another 
hydrocolloid, and Group II (claims 6 and 17-20), directed to a pressure-sensitive adhesive 
composition comprising an aqueous hydrogel, wherein the adhesive also contains a cyclodextrin. 

B. Applicant's Election 

In an amendment filed July 21, 2003, Applicant elected the claims of Group I without 
traverse and cancelled the non-elected claims 6 and 17-20 without prejudice. Of particular 
relevance to the present Request/Petition are claims 1, 7, and 8. At the time of the election, they 
recited: 

1. A pressure sensitive adhesive composition comprising a rubbery 
continuous phase with a discontinuous phase distributed therein, 
wherein the discontinuous phase comprises a cyclodextrin in an 
amount of 0.1 to 65 wt %, based on the total composition and also 
comprises a hydrocolloid other than cyclodextrin. 

7. An adhesive composition according to claim 1 further comprising 
an active ingredient. 

8. An adhesive composition according to claim 7 wherein the active 
ingredient is complexed with the cyclodextrin. 

C Subsequent Amendment by the Applicant 

In an amendment dated November 30, 2006, Applicant amended claim 1 by specifying 
that the hydrocolloid composition is "uncomplexed". As amended, claim 1 recites: 

A pressure-sensitive adhesive composition comprising a rubbery 
continuous phase with a discontinuous phase distributed therein, said 
discontinuous phase comprising 0.1 to 65 wt %, based on the total 
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composition, of an uncomplexed hydrocolloid composition 
comprising a cyclodextrin and a hydrocolloid other than cyclodextrin. 

Applicant also cancelled certain claims, including claim 8. 

D. The Examinees Withdrawal of Claims 1-5, 7, 9-13, 15, 16, and 21 from 
Consideration 

In a Final Rejection dated February 26, 2007, the Primary Examiner withdrew several 
claims from consideration as purportedly being directed to a non-elected invention. On page 2 of 
the Office action, the Examiner stated: 

"Amended claim 1 and dependent claims 2-5, 7, 9-13, 15, 15[sic], 
and 21 are directed to an invention that is independent or distinct 
from the invention originally claimed and previously prosecuted for 
the following reasons: the invention that [Applicant] originally 
prosecuted was directed to complexed cyclodextrin as claimed by 
claim 8. Applicant currently shifted the invention into uncomplexed 
cyclodextrin by canceling claim 8 and amending claim 1 to recite 
uncomplexed cyclodextrin. Since Applicant has received an action 
on the merits for the originally presented invention, this invention has 
been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 1-5, 7, 9-13, 15, 16 and 21 are 
withdrawn from consideration as being directed to a non-elected 
invention. See 37 CFR 1.142 (b) and MPEP § 821.03." 

E. Applicant's Response After Final Action, and the Examiner's Advisory 
Action 

Applicant responded to the withdrawal of claims 1-5, 7, 9-13, 15, 16, and 21 by filing a 
Response After Final Action on May 29, 2007, and attempted to persuade the Examiner to 
reconsider the finality of the Office action and issue a new Office action in which all of those 
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claims (as well as claims 22 and 23) are considered. HoWever, in an Advisory Action dated June 
13, 2007, the Examiner maintained her position, asserting that "because the amendment made to 
the claims on 12/04/2006 had created two distinct composition^], one requires uncomplexed 
cyclodextrin, and the second that was previously presented requires complexed cyclodextrin, 
therefore, the group that is directed to uncomplexed cyclodextrin is withdrawn as being directed 
to [a] distinct invention not previously presented." 

II.: THE EXAMINER'S WITHDRAWAL OF CLAIMS 1-5, 7, 9-13, 15, 16, AND 21 
IS IMPROPER 

The Examiner's withdrawal of claims 1-5, 7, 9-13, 15, 16, and 21 ignores what was 
recited in claims 1, 7, and 8 and is inconsistent with the basis for the restriction requirement. 
Originally, claim 1 was silent as to whether or not the cyclodextrin was complexed with an 
active ingredient or uncomplexed. Claim 7, which depends from claim 1, recited the additional 
element of an active ingredient. Claim 8, dependent from claim 7, recited that the active 
ingredient was complexed with cyclodextrin. Because claim 8 specified that the active ingredient 
is complexed with cyclodextrin, whereas claim 1 was silent as to whether the cyclodextrin is 
complexed or uncomplexed, claim 1, as previously presented, was broad enough to include 
complexed cyclodextrin compositions as well as uncomplexed cyclodextrin compositions. 

This is simply the elementary Doctrine of Claim Differentiation. When different terms 
are used in separate claims of a patent or patent application, the terms are presumed to mean 
significantly different things and the claims are presumed to have a different scope. See 5A D. 
Chisum, Patents § 18.03[6] (2003 Rev.) ("the 'Claim Differentiation Doctrine'... embodies the 
common-sense notion that ordinarily language of one claim should not be so interpreted as to 
make another claim, such as a claim dependent on the first claim, identical in scope."). See also 
Laitram Corp, vs. Cambridge Wire Cloth Co., 863 F.2d 855, 866, 9 USPQ2d 1289, 1299 (Fed. 
Cir. 1988). In that case, the patent covered a drive-shaft assembly for a chain link conveyor belt. 
One element of claim 1 was defined as "a drive-shaft with a substantially uniform, non-circular 
cross-section." Claim 3 was limited to a square drive-shaft, and claim 6 was limited to a regular 
polygonal drive-shaft. The Court of Appeals for the Federal Circuit held that the District Court 
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erred in interpreting claim 1 to be limited to a square or other regular polygonal shaft. "The 
Doctrine of Claim Differentiation precludes a reading of those limitations into claim 1 in 
determining literal infringement." Id. 

In the present application, originally, claim 1 did not expressly specify whether the 
hydrocolloid composition was complexed or uncomplexed. However, claim 7 recited the 
additional element of an active ingredient, and claim 8 recited that the active ingredient was 
complexed with cyclodextrin. Contrary to the Examiner's view that the invention "originally 
prosecuted was directed to complexed cyclodextrin as claimed by claim 8," under the Doctrine of 
Claim Differentiation, claim 1 is presumed to have been broad enough in scope to cover both 
complexed and uncomplexed hydrocolloid compositions. Therefore, when Applicant amended 
claim 1 in its November 30, 2006 amendment, and specified that the hydrocolloid composition is 
"uncomplexed," it did not improperly remove the claim from the scope of elected subject matter. 

It must also be appreciated that the basis for the restriction requirement had nothing to do 
with whether the cyclodextrin was complexed or uncomplexed. Rather, the two groups of claims 
identified by the Examiner in the June 24, 2003 Office action, were distinguished based on their 
respective recitations of (Group I) a PSA composition comprising a continuous phase with a 
discontinuous phase distributed therein (wherein the discontinuous phase comprises cyclodextrin 
and another hydrocolloid), and (Group II) a PSA composition comprising an aqueous hydrogel, 
the adhesive also containing a cyclodextrin. The restriction requirement was completely silent as 
to whether either group of claims is directed to complexed vs. uncomplexed hydrocolloids. 

Consequently, in the November 30, 2006 amendment, Applicant did not present claims 
directed to an invention distinct from and independent of the invention previously claimed. The 
Primary Examiner's citation of MPEP § 821.03 is inapposite. 
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III. CONCLUSION AND RELIEF SOUGHT 

Applicant respectfully requests that the Supervisory Examiner intervene and direct the 
Primary Examiner to reopen prosecution and issue a non-final Office action that addresses the 
patentability of all claims presented in the November 30, 2006 amendment, namely, claims 1-5, 
7, 9-13, 15, 16, and 21-23. If the Supervisory Examiner feels that a telephone conference would 
be helpful, he is invited to call the undersigned at the number below. Alternatively, Applicant 
petitions the Director for appropriate relief. Any necessary fees can be charged to Applicant's 
Deposit Account, identified on the accompanying transmittal letter. 



Respectfully submitted, 

CHRISTIE, PARKER & HALE, LLP 
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